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REMARKS 

Prior to this amendment, claims 1-119 were pending. Applicant herein withdraws 
claims 1-27, 32, 35, 38, 41-51, 57, 62, 65-97, 99-102, and 106 as required by the 
Restriction Requirement of October 19, 2004. Applicant herein cancels claims 28-31, 
33, 34, 36, 37, 39, 40, 52-56, 58-61, 63, 64, 98, 103-105, and 107-119. Applicant 
herein adds new claims 120-123. Support for these claims is found throughout the 
application as filed, for example, on pages 5-7 and in Example 3. 

With the entry of this amendment, claims 1-27, 32, 35, 38, 41-51, 57, 62, 65-97, 
99-102, and 106 will be withdrawn, claims 28-31, 33, 34, 36, 37, 39, 40, 52-56, 58-61, 
63, 64, 98, 103-105, and 107-119 will be canceled, and claims 120-123 will be added. 
Claims 120-123 will be pending. 

35 U.S.C. § 103(a): Duke 

The Office rejected claims 28-31, 33, 34, 36, 39, 40, 52-56, 58-60, 64, 98, 103- 
105, and 109 under 35 U.S.C. § 103(a) as unpatentable over Duke. The Office 
asserted that Duke teaches that recombinant yeast may be used as delivery vehicles for 
therapeutic peptides, may be used to produce antibiotics, and may be delivered orally to 
any suitable animal. The Office further asserted that those in the art would have a 
reasonable expectation of success in making the compositions of the invention. Without 
acquiescing to the rejection, Applicant asserts that the rejection of claims 28-31 , 33, 34, 
36, 39, 40, 52-56, 58-60, 64, 98, 103-105, and 109 under 35 U.S.C. § 103(a) is moot 
with respect to canceled claims 28-31 , 33, 34, 36, 39, 40, 52-56, 58-60, 64, 98, 103- 
105, and 109, thus may be withdrawn. 

Applicant respectfully traverses with respect to new claims 120-123. Duke does 
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not teach or suggest Applicant's method of treating shrimp with a homogenized fungal 

biomass containing at least one non-native acidic bactericidal peptide, which produces 

a bactericidal effect in the shrimp. Duke does not recite all elements of the claim, for 

example, shrimp. Duke asserted that their yeast vehicles are suitable for administration 

to plants and animals, and Duke provided a laundry list of animals, including arthropods, 

to which the yeast may be administered. Duke at 20:44-55. However, the mere 

possibility of choosing an element from Duke's list to obtain the Applicant's invention is 

not sufficient to render the invention obvious. 

Noting that a genus disclosed in an asserted reference comprised more than one 

hundred million different species, the Federal Circuit held that a genus does not by itself 

necessarily render obvious a species encompassed by that genus. In re Baird 16 F.3d 

380, 382 (Fed. Cir. 1994). The genus Arthropodia encompasses over one million 

species, more than the number of species of all other animals combined. N. Eldredge, 

Natural History, June 1998. Thus, according to Baird, Duke's assertion that yeast 

vehicles can be administered to plants and animals, including arthropods, does not by 

itself render obvious a method of feeding a fungal biomass to the shrimp species of 

arthropods. 

In considering a cited reference, the Baird court observed that, rather than 
suggesting the species in question, the reference appeared to teach away from it, 
because it preferred species with different properties. Id. at 382-383. Duke preferred 
humans, primates, companion animals (i.e., pets), and agriculturally important animals 
(i.e., livestock), and particularly preferred humans, apes, cats, cattle, dogs, ferrets, 
gorillas, horses, mice, monkeys, pigs, rabbits, rats, and sheep, all of which are 
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mammals. Duke at 20:50-55. Thus, Duke teaches away from treating shrimp with a 

fungal biomass. Mammals are distinct from shrimp; they have vastly different 

properties. Accordingly, Applicant respectfully requests the allowance of claims 120- 

123. 

35 U.S.C. § 103(a): Rentier-Delrue in View of Tuse 

The Office rejected claims 28-31, 37, 39, 40, 52-56, 64, 98, 104, 105, and 109 
under 35 U.S.C. § 103(a) as unpatentable over Rentier-Delrue in view of Tuse. The 
Office asserted that combining Rentier-Delrue's teaching of the production of 
therapeutic fish proteins by yeast cells with Tuse's teaching that yeast may be used in 
animal feeds and supplements renders these claims obvious. The Office further 
asserted that it would be obvious to those in the art that the recombinant yeast cells 
used by Rentier-Delrue to produce fish proteins could be included in the feed and that 
the motivation to do so stems from the Applicant's desire to avoid isolating the produced 
proteins and the benefit of additional nutritive content provided by the yeast. Finally, the 
Office asserted that Tuse's teaching that that recombinant cells would be useful in feeds 
provided those in the art with a reasonable expectation of success. Without 
acquiescing to the rejection, Applicant asserts that the rejection of claims 28-31 , 37, 39, 
40, 52-56, 64, 98, 104, 105, and 109 under 35 U.S.C. § 103(a) is moot with respect to 
canceled claims 28-31, 37, 39, 40, 52-56, 64, 98, 104, 105, and 109, thus may be 
withdrawn. 

Applicant respectfully traverses with respect to the new claims. The combination 
of Rentier-Delrue and Tuse does not teach or suggest Applicant's method of treating 
shrimp with a homogenized fungal biomass containing at least one non-native acidic 
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bactericidal peptide, which produces a bactericidal effect in the shrimp. Rentier-Delrue 

teaches a hormone, not an acidic bactericidal peptide. Furthermore, Rentier-Delrue's 

method of producing the hormone from yeast requires that the hormone be secreted 

from the yeast into the medium, then provided to the animal. Accordingly, Applicant 

respectfully requests the allowance of claims 120-123. 

35 U.S.C. § 103(a): Tuse in View of Knutzon, Duke, and Mackenzie 

The Office rejected claims 63 and 108 under 35 U.S.C. § 103(a) as unpatentable 

over Tuse in View of Knutzon, Mackenzie, and Duke. Claims 63 and 108 are directed 

to a Mortierella species of fungus. The Office asserted that Tuse's teaching of the use 

of filamentous fungi and yeast microorganisms in feed compositions combined with 

Knutson's teaching of recombinant protein production in Mortierella host cells and 

Mackenzie's teaching of recombinant histone production by Mortierella, further 

combined with Duke's reference that yeast may be modified to express therapeutic 

proteins, render these claims obvious. Without acquiescing to the rejection, Applicant 

asserts that the rejection of claims 63 and 108 under 35 U.S.C. § 103(a) is moot with 

respect to canceled claims 63 and 108, thus may be withdrawn. 

Applicant respectfully traverses with respect to new claim 123. The combination 

of Tuse with Knutson, Mackenzie, and Duke does not teach or suggest Applicant's 

method of treating shrimp with a homogenized fungal (e.g., one comprising Mortierella) 

biomass containing at least one non-native acidic bactericidal peptide, which produces 

a bactericidal effect in the shrimp, for the reasons set forth above. Furthermore, 

histones are basic, not acidic, peptides. Accordingly, Applicant respectfully requests the 

allowance of claim 123. 
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35 U.S.C. § 103(a): Duke in View of Hamill 

The Office rejected claims 37, 61, and 107 under 35 U.S.C. § 103(a) as 
unpatentable over Duke in view of Hamill. The Office asserted that combining Duke's 
teaching of the use of yeast to produce antibiotics with HamiU's teaching that acidic 
proteins are a known category of antibiotics renders these claims obvious. Without 
acquiescing to the rejection, Applicant asserts that the rejection of claims 37, 61 , and 
107 under 35 U.S.C. § 103(a) is moot with respect to canceled claims 37, 61, and 107, 
thus may be withdrawn. 

Applicant respectfully traverses with respect to the new claims. The combination 
of Duke and Hamill does not teach or suggest Applicant's method of treating shrimp 
with a homogenized fungal biomass containing at least one non-native acidic 
bactericidal peptide (e.g., an acidic antibiotic peptide), which produces a bactericidal 
effect in the shrimp for the reasons set forth above. Accordingly, Applicant respectfully 
requests the allowance of claims 120-123. 

Obviousness-Type Double Patenting 

The Office asserted that claims 28-31 , 33, 34, 36, 37, 40, 52-56, 58-61 , 64, 98, 
103-105, 107, and 109 are unpatentable over claims 1 and 10 of copending Application 
10/683,361 . Applicant respectfully requests that the Office hold this rejection in 
abeyance until claims are allowed in one of the cases. 

In view of the foregoing amendments and remarks, Applicant respectfully 
requests reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 
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Please grant any extensions of time required to enter this response and charge 

any additional required fees to our deposit account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUfelNER, L.L.P. 

Dated: December 27, 2005 By: J\<1D' 




Lisa M. Matovcik 
Rdg. No. 53,283 
Phone: (202)408-4333 
Fax: (202)408-4400 
E-mail: lee.matovcik@finnegan.com 
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